UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/693,336 04/19/2004 Joseph Chi sari 3453 



24124 7590 09/19/2005 | EXAMINER 

BOHAN, MATHERS & ASSOCIATES, LLC santos, Robert g 

PO BOX 1 7707 

PORTLAND, ME 04112-8707 | art unit | paper number 

3673 



DATE MAILED: 09/19/2005 




United States Patent and Trademark Office 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 

%^ 9mm %^ » ■ ^mr m*m m m ^mr m& ■ 


Application No. 

10/693,336 


Applicant(s) 
CHISARI, JOSEPH 


Examiner 

Robert G. Santos 


Art Unit 

3673 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicants submission filed on 
September 2, 2005 has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 2-7 and 9-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Pat. No. 3,81 1,140 to Burpo. Burpo '140 is considered to show the structural 
limitations of a device (10) comprising a wedge-shaped head piece (11) and a wedge- 
shaped torso piece (11a) each formed by a flat base (14, 14a) and a support surface 
having a transverse slope, wherein the head and torso pieces are both deployablp on a 
sleep surface and each comprise a block (13, 13a) of hard, non-yielding material (as 
described in column 2, lines 4-6), a cover (21,21a) fitted tightly over the block (as shown 
in Figure 3), and a soft and compressible pillow (23, 23a) enveloping both the block and 
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cover (also as shown in Figure 3). Moreover, the claimed recitations regarding the 
positioning of a person relative to the device (such as those recited in claims 4 and 7) are 
considered to be method steps which do not have patentable weight in apparatus claims. 

4. Claims 2-7, 9 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Pat. No. 4,171,549 to Morrell et al. Morrell et al. '549 are considered to show the 
structural limitations of a device (2) comprising a wedge-shaped head piece (30) and a 
wedge-shaped torso piece (10) each formed by a flat base (35, 15) and a support surface 
(36, 16) having a transverse slope, wherein the head and torso pieces are both deployable 
on a sleep surface and the head piece comprises a head block (56), a head-block cover 
(59a) fitted tightly over the block and a pillow (59b) enveloping the block and cover. 
Furthermore, the claimed recitations regarding the positioning of a person relative to the 
device (such as those recited in claims 4 and 7) are considered to be method steps which 
do not have patentable weight in apparatus claims. 

5. Claims 2-7, 15 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Pat. No. 6,009,873 to Neviaser. Neviaser 6 873 is considered to show the structural 
limitations of a sleep-support system comprising a torso piece (400) and a head piece 
(410); wherein the head piece has a head-piece wedge shape formed by a flat base and a 
head-support surface (430) having a transverse slope that is determined by a head-piece 
wedge angle, the head-support surface having a high end and a low end (as shown in 
Figure 4 and as described in column 6, lines 63-65); wherein the torso piece has a torso- 
piece wedge shape formed by a flat base and a torso-support surface having a transverse 
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slope that is determined by a torso-piece wedge angle (as shown in Figure 4 and as 
described in column 6, lines 65-66), the torso-support surface having a high end and a 
lower end; further wherein the head and torso pieces are both deployable on a sleep 
surface; and the high end of the head-support surface being a height that is at least twice 
the height of the high end of the torso-support surface (as shown in Figure 4). Moreover, 
the claimed recitations regarding the positioning of a person relative to the device (such 
as those recited in claims 4 and 7) are considered to be method steps which do not have 
patentable weight in apparatus claims. With regards to claim 16, the reference discloses a 
condition wherein the head-wedge angle is approximately 60 degrees (see Figure 2 and 
column 5, lines 53-54). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burpo 
6 140, or alternatively, as being unpatentable over Morrell et al. '549. Burpo ' 140 and 
Morrell et al. '549 do not specifically disclose a condition wherein the head block (13, 
56) is in cross section of an isosceles triangle. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the respective 
sleep-support systems of Burpo '140 and Morrell et al. '549 with a head block having the 
cross section of an isosceles triangle, since it has been held that discovering an optimum 



Application/Control Number: 10/693,336 Page 5 

Art Unit: 3673 

value of a result effective variable involves only routine skill in the art. In re Boesch, 67 
F.2d 272, 205 USPQ 215 (CCPA 1980). 



Response to Amendment 

In response to Applicant's arguments on pages 1 1 and 12 of his amendment 
concerning the Ferguson '419 reference, the examiner respectfully agrees. Hence, the 
claim rejections under Ferguson 4 419 have been respectfully withdrawn. 

Furthermore, in response to Applicant's arguments on page 12 of his amendment 
regarding the Burpo ' 140 patent, the examiner respectfully maintains that the device of 
Burpo 6 140 is inherently capable of being positioned relative to a person as recited in 
Applicant's apparatus claims and is therefore still considered to meet all of the limitations 
as recited in these claims. 



Allowable Subject Matter 

8. Claims 17 and 18 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. The examiner respectfully asserts that one of 
ordinary skill in the art would not have found it obvious at the time the invention was 
made to modify each of the inflatable wedges (400, 410) of the sleep-support system of 
Neviaser 6 873 to include a block made of rigid material and a cover that covers the 
support surface of each wedge with a compressible cushioning material, as particularly 
recited in claims 17 and 18. 
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9. Claim 19 is allowed. The examiner respectfully asserts that none of the prior art, 
taken either singly or in combination, is seen to teach or suggest a method of supporting a 
prone sleeper comprising the step of placing on a bed surface a cylindrical torso piece 
having a wedge-shaped cross section perpendicular to a torso-piece longitudinal axis and 
a cylindrical head piece having a wedge-shaped cross section perpendicular to a head- 
piece longitudinal axis with the thin side of the head piece facing the thin side of the torso 
piece in combination with the step of slipping the head piece upwards with respect to a 
sleeper then between the bed surface and head of the sleeper such that the head of the 
sleeper faces the thin side of the head piece as particularly recited therein. As shown by 
the prior art, most support devices comprising a pair of wedge-shaped pieces are attached 
together such that they are simply placed on a bed in fixed relation to each other and 
support only the front and back portions of the torso of a sleeper resting on one side. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Weiss-Lohrei 6 201, DuDonis '358, Lund, III '052, Sorrell 6 133, 
Leto et al. '725 and Dine et al. c 080. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert G. Santos whose telephone number is (571) 272- 
7048. The examiner can normally be reached on Tues-Fr and first Mondays, 10:30 a.m. 
to 8:00 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather C. Shackelford can be reached on (571) 272-7049. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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